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The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 
102(e)). 

Claims 1-4, 10-12, 18-20, 22-28 are rejected under 35 U.S.C. 102(e) as 
being anticipated by Yang. Note "firmware associated with the printing system" 
(printer firmware, see line 1 of the abstract), "communications device adapted 
and constructed to facilitate communication between the printing system and a 
remote source of information" (modem 102 and network 101 connects printer and 
remote server, see lines 52-64 of column 2), "automatic remote firmware update 
mechanism adapted to selectively and automatically retrieve firmware upgrade 
information form the remote source of information via the communications 
device" (downloader automatically checks whether an specific identification code 
is present, i.e. selectively, then downloads and updates firmware for the printing 
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system, see lines 36-52 of column 2), "selectively and automatically install the 
firmware upgrade information into the firmware of the printing system" (204 of 
figure 2 determines if end block is reached and then 214 writing value into 
position to complete installation) and "firmware upgrade information comprises 
information configured to effect at least one operation of a printer of the printing 
system with respect to the formation of a hard image upon media using the 
printer" (in a printer, firmware controls the printing action, see lines 36-40 of 
column 1) of Yang as claimed in claim 1 of the application. 



Note "automatic remote firmware update mechanism comprises a part of 
firmware installed in the imaging printing system" (firmware contains download 
command, see lines 64-1 of columns 2-3) of Yang as claimed in claim 2 of the 
application. 

Note "communications device is selected from a group consisting of a 
modem and a network interface card" (see lines 59-62 of column 1 and lines 57- 
58 of column 2) of Yang as claimed in claim 3 of the application. 

Note, "communication device further comprises means for connecting to, 
and accessing information from, a web site" (updating via internet is disclosed, 
see lines 51 -56 of column 1 ) of Yang as, claimed in claim 4 of the application. 
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Note "means for notifying a system user when firmware is to be upgraded" 
(message of download OK is shown on the computer display before the printer is 
rebooted and the updated are actually enabled, i.e. upgrade completed, see lines 
9-12 of column 4) of Yang as claimed in claim 10 of the application. 



Note "selectively and automatically retrieving firmware upgrade 
information from the remote source of information via the communications 
device" (downloader automatically checks whether an specific identification code 
is present, i.e. selectively, then downloads and updates firmware in the printing 
system, see lines 36-52 of column 2) and "selectively installing the firmware 
upgrade information into the firmware of a printer of the printing system" (204 of 
figure 2 determines if end block is reached and then 214 writing value into 
position to complete installation) of Yang as claimed in claim 1 1 of the 
application. 

Note, "retrieving firmware upgrade information comprises retrieving 
firmware upgrade information form a web site" (updating via internet is disclosed, 
see lines 51-56 of column 1) of Yang as, claimed in claim 12 of the application. 

Note "notifying a system user when firmware has been upgraded" 
(message of download OK is shown on the computer display before the printer is 
rebooted and the updated are actually enabled, i.e. upgrade completed, see lines 
9-12 of column 4) of Yang as claimed in claim 18 of the application. 
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Note "firmware installed in the printer" (printer firmware is updated, see 
abstract), "communication device adapted and constructed to facilitate 
communication between the printer and a remote device containing firmware 
upgrade information" (modem 102 and network 101 connects printer and remote 
server, see lines 52-64 of column 2), "automatic remote firmware update 
mechanism adapted to selectively and automatically retrieve firmware upgrade 
information from the remote device via the communications device" (downloader 
automatically checks whether an specific identification code is present, i.e. 
selectively, then downloads and updates firmware for the printing system, see 
lines 36-52 of column 2), and "to selectively and automatically install the firmware 
upgrade information into the firmware of the printer" (204 of figure 2 determines if 
end block is reached and then 214 writing value into position to complete 
installation) of Yang as claimed in claim 19 of the application. 

Note ""automatic remote firmware update mechanism adapted to 
selectively and automatically retrieve firmware upgrade information from the 
remote device" (downloader automatically checks whether an specific 
identification code is present, i.e. selectively, then downloads and updates 
firmware for the printing system, see lines 36-52 of column 2) of Yang as claimed 
in claim 20 of the application. 

Note "printer configured to form hard image upon sheets of media" (Yang 
teaches print engine (see lines 24-29 of column 1) in typical printer. Typical 
printer prints hard copy on media, i.e. paper.), "initial firmware provided at a first 
moment in time, and wherein the initial firmware is accessed to implement 
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operations of the printer with respect to the formation of hard images upon the 
sheets of media using the printer" (existing firmware operates printer after 
booting, [see lines 47-50 of column 3] printer performs general functions such as 
printing a document [see lines 19-21 of column 3]), "communications device 
adapted to communicated with a source located externally of the printer" (modem 
102 and network 101 connects printer and remote server, see lines 52-64 of 
column 2) and "circuitry coupled with the communications device and configured 
to automatically access additional firmware form the source a second moment in 
time after the first moment in time using the communications device and to 
render the additional firmware accessible within the printer to implement 
operations of the printer with respect to the formation of hard images upon the 
sheets of media using the printer" (downloader automatically checks after printing 
[see lines 47-50 of column 3, see lines 19-21 of column 3], i.e. second moment in 
time, whether an specific identification code is present, then downloads and 
updates firmware for the printing system, see lines 36-52 of column 2) of Yang as 
claimed in claim 22 of the application. 

Note, "additional firmware updates the initial firmware" (newer version 
updates the existing version, see lines 57-66 of column 1) of Yang as, claimed in 
claim 23 of the application. 

Note, "additional firmware replaces at least a portion of the initial firmware" 
(newer version updates part, if not all of existing version, see lines 57-66 of 
column 1) of Yang as, claimed in claim 24 of the application. 
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Note, "additional firmware comprises firmware in addition to the initial 
firmware" (block of new-version of firmware is input, only after checking for ed 
block is new written over existing version, see lines 13-18 of column 6) of Yang 
as, claimed in claim 25 of the application. 

Note, "second moment in time is after deployment of the printer by a user" 
(downloader automatically checks after printing [see lines 47-50 of column 3, see 
lines 19-21 of column 3], i.e. second moment in time, whether an specific 
identification code is present) of Yang as, claimed in claim 26 of the application. 

Note, "circuitry is configured to render the additional firmware accessible 
without user input" (downloader automatically checks whether an specific 
identification code is present, i.e. selectively, then downloads and updates 
firmware for the printing system, see lines 36-52 of column 2) of Yang as, 
claimed in claim 27 of the application. 

Note, "circuitry comprises an automatic remote firmware update 
mechanism" (downloader automatically checks whether an specific identification 
code is present, i.e. selectively, then downloads and updates firmware for the 
printing system, see lines 36-52 of column 2) of Yang as, claimed in claim 28 of 
the application. 



The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
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said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 9, 17, 21 and 29 are rejected under 35 U.S.C. 102(e) as 
anticipated by or, in the alternative, under 35 U.S.C. 103(a) as obvious over 
Yang. 

Regarding claims 9 and 17, Yang installs a newer version of firmware 
upgrade information but does not specifically state that the new version is 
compared to old version. However if is known that the newer version is newer of 
the two versions, the versions must inherently be compared to each other to 
determine that one is newer. Therefore the claim limitation is anticipated. 

In the alternative regarding claims 9 and 17, comparing versions of 
firmware to determine if a newer version has been found is well known in the 
same field of endeavor. It would have been obvious to one ordinary skill in the 
art to compare the versions of the firmware in the system of Yang to obtain the 
advantage of determining if a newer version has actual been found. 

Regarding claims 21 and 29, Yang teaches print engine (see lines 24-29 
of column 1 ) in typical printer. Typical printer prints hard copy on media (paper). 
Housing configured to at least partially house the firmware, the print engine and 
the automatic firmware update mechanism is not specified. However, the printer 
of Yang would inherently have house (case) in the electronics of the printer 
would be enclosed in. 

In the alternative regarding claims 21 and 29, enclosing printer 
components in house to protect components is very well know in the same field 
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of endeavor. It would have been obvious to one of ordinary skill in the art to 
enclose printer components in housing to protect the components. 



Claims 5-8 and 13-16 are objected to as being dependent upon a rejected 
base claim, but would be allowable if rewritten in independent form including all 
of the limitations of the base claim and any intervening claims. 



The following is a statement of reasons for the indication of allowable 
subject matter: Yang teaches only updating when power on or after some 
general function (see lines 2-5 of column 2) and does not teach or render 
obvious "incrementally increasing the update trigger parameter in response to a 
sensed condition" and "retrieve firmware upgrade information when the update 
trigger parameter reaches a predetermined update value" as claimed in claims 5- 
8 and 13-16. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Arthur G. Evans whose telephone number is 
703-305-9653. If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Edward Coles can be reached on 703-305-4712. The 
fax phone number for the organization where this application or proceeding is 
assigned is 703-872-9306. 
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Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 

September 29, 2004 
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